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DETAILED ACTION 

This Action is in response to the amendment filed on 10/8/2008. Claims 1 and 13 have 
been amended, claim 5 has been cancelled, and claims 2 1 and 22 have been added. Currently, 
claims 1-3 and 6-21 are pending in the instant application. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 6-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claims 6-9 are dependent on cancelled claim 5, making it impossible to ascertain 
the metes and bounds of the claims. Examiner has treated these claims as if they were dependent 
on claim 1 instead of not treating them on their merits as is normally done in such situations. 
However, appropriate correction of the dependency is required. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3 and 6-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Walker et al. (US 5,564,414) in view of Barberi et al. (US 6,327,017) and Liou (US 5,895,159). 
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Regarding claims 1, 2, 3, 10, 12, 13-17, 21, and 22, Walker et al. discloses a fluid 
dispensing device comprising a body (12, 1 12) incorporating a dispenser orifice, a reservoir (13) 
containing the fluid, and a dispensing member (metering valve/stem of MDI), the device being 
further characterized in that is comprises a dose indicator with an LCD display means (column 7, 
lines 30-35) that displays the number of doses delivered to the patient (abstract). A switch 
controls the LCD screen such that upon actuation of the dispensing member by a user, two 
portions of the switch (135) contact each other and an electric pulse is sent to the counting device 
(130) to change the LCD display (column 7, lines 40-50). 

Walker et al. is silent as to the display requiring no energy to keep the display unchanged 
and only a small amount of energy to change it. However, Barberi et al. discloses a bistable 
nematic liquid crystal display for use small portable devices (see column 19, lines 50-55). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have used a bistable nematic LCD as taught by Barberi et al. in place of the LCD of 
Walker et al. in order to preserve power. The modified reference would require no energy to 
keep the display unchanged and only a small electric pulse to change it. 

Furthermore, the modified Walker et al. reference does not disclose that the energy to 
change the display is created by the contacting portions of the switch to create the energy while 
the device is being actuated and that no battery is required to operate the device. However, Liou 
discloses a current producer (60) that produces an instantaneous current upon a pressing bar (31) 
striking an internal flint (column 2, lines 47-53) in order to avoid the use of an external power 
source (column 1, lines 45-55). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to have replaced the battery and switch mechanism of the 



Application/Control Number: 1 0/532,96 1 Page 4 

Art Unit: 3771 

modified Walker et al. device with a pressing bar and flint current producer as taught by Liou in 
order to produce the electric pulse needed to change the LCD display without the need for an 
external power supply (i.e., by replacing the "striking bar" and "contacting portion" of Walker et 
al. seen in Figure 3B with the pressing bar and flint of Liou, respectively). 

Regarding claim 1 1, the dose indicator disclosed by Walker et al. is thin in structure (see 
figure 2A). 

Regarding claim 6, the electric producer of Liou transforms the mechanical movement of 
the striker pin into an electric pulse that would be used to change the display in the modified 
device. 

Regarding claims 7 and 18, the interaction in the modified device would involve one 
portion of the device (pressing bar) striking against another portion (flint) of the device during 
actuation. 

Regarding claims 8, 9, 19, and 20, the reservoir and striker pin are displaccablc relative to 
the body (i.e., user presses top of reservoir/pin/pressing bar to actuate dispensing) and the 
contacting portion (flint) is located on the body and unable to move relative to the body (see 
Figures 3B and 3D). In addition, Walker et al. discloses a spring for biasing the striker pin away 
from the contacting portion (see figure 3D). 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
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application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1-3 and 5-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-8 of copending 
Application No. 10/532,073. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the difference between the copending claim and the 
instant claim are minor and obvious from each other. For example, the instant claim 1 is a 
broader version of the copending claim 5 (i.e. the instant claim 1 does not include the structural 
element of electronic circuit or the electric pulse coming from an impact of two elements as in 
the copending claim 5). In the instant claim 1, the structural elements are included in the 
copending claim 5. Any infringement over the copending application would also infringe over 
the instant claim. Hence, the instant claims 1-3 and 5-20 do not differ from the scope of the 
copending claims 1-8. 

This is a provisional obviousness-type double patenting rejection because the conflicting 



claims have not in fact been patented. 
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Response to Arguments 

Applicant's arguments filed 10/8/2008 have been fully considered but they are not 
persuasive. 

In response to applicant's arguments Liou teaches creating the energy in a system that is 
separate from the dispensing system, examiner notes that Liou was cited merely to show that 
electrical pulses can be created without a battery by mechanical striking. As discussed above, the 
electrical pulse of Walker is sent when the dispensing member is actuated. By replacing the 
contact portions of Walker with a pressing bar and flint piece as taught by Liou, the electrical 
pulse needed to change the display would in fact be created when a user presses down on the 
reservoir to dispense a metered dose of medicament. 

In response to applicant's argument that the cited references are in entirely different 
fields and therefore not obvious to combine, examiner points out that Walker and Barberi both 
deal with portable display devices and therefore one of ordinary skill in the fact could look to 
these references for teaching LCD displays and various ways to power the displays. In addition, 
Walker and Liou both deal with dispensing devices that utilize an electrical pulse sent/created by 
mechanically contacting two portions of the device. Therefore, it would have been obvious to 
one of ordinary skill in the art to look to Liou for a way of creating an electrical pulse from the 
mechanical contact to two pieces in a dispensing device because it would have provided a means 
to produce the pulse without an additional battery source. In addition, it appears as though the 
device of Walker would perform equally well as modified by both Barbari and Liou. 

In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
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obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). Here, as discussed above Walker and Barberi both deal with 
portable display devices that would be obvious to combine for providing various ways to power 
the display. In addition, Walker and Liou both deal with dispensing devices that utilize an 
electrical pulse sent/created by mechanically contacting two portions of the device and it would 
have been obvious to one of ordinary skill in the art to combine the two references to produce the 
pulse required to change the display without an additional battery source. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kristen C. Matter whose telephone number is (571) 272-5270. 
The examiner can normally be reached on Monday - Friday 9-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Justine Yu can be reached on (571) 272-4835. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kristen C. Matter/ 
Examiner, Art Unit 3771 

/Justine R Yu/ 

Supervisory Patent Examiner, Art Unit 3771 



